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DETAILED ACTION 

Response io Arguments 
I . Applicant argues that Van Loo is not a proper reference. However, applicant has not 
submitted copies of the foreign document or an official translation to the foreign document in 
order to perfect the requirements to overcome the reference. In any event, examiner submits a 
WO 98/52578, which is an equivalent of the US document to Van Loo for consideration. 

1 . In response to applicant's argument that there is no suggestion to combine the references, 
the examiner recognizes that obviousness can only be established by combining or modifying the 
teachings of the prior art to produce the claimed invention vsiiere there is some teaching, 
suggestion, or motivation to do so found either in the references themselves or in the knowledge 
generally available to one of ordinary skill in the art. See In re Fine, 837 F,2d 1071, 5 
USPQ2d 1596 (Fed. Cir, 1988) and In re Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 
1992). In this case, applicant argues that there is no motivation to combine the teachings of the 
applied references. Claim 1 of the instant application recites chewable articles for animals being 
made from inulin or mixtures of inulin and/or oligofructans with thermoplastic polymers. Leo 
discloses in (Col 1, lines 28-3 1) an article for pets, specifically dogs and cats made from starch 
with a thermoplastic polymer. However, Leo does not show an article made from inulin. Van 
Loo teaches a fructan preferably inulin containing composition for the prevention and treatment 
of colon cancer in a non-bovine mammal (abstract). This composition is a functional food and 
can be present in any known food form including pet food (col 5 lines 42-50). It would be 
obvious to one of ordinary skill in the art to modify Leo with the teachings of Van Loo by 
incorporating inulin as an ingredient for cancer prevention as disclosed. The reason or motivation 
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to modify the reference may often suggest what the inventor has done, but for a different purpose 
or to solve a different problem. It is not necessary that the prior art suggest the combination to 
achieve the same advantage or result discovered by applicant. In re Linter, 458 F.2d 1013, 
1 73 USPQ 560 (CCPA 1972). 

2. Applicant argues that neither Van Loo nor Tomka disclose that inulin or mixtures of 
inulin with thermoplastic polymers can be thermoplastically processed. However, product-by- 
process claims are not limited to the manipulations of the recited steps, only the structure implied 
by the steps. "Even though product-by-process claims are limited by and defined by the process, 
determination of patentability is based on the product itself The patentability of a product does 
not depend on its method of production. If the product in the product-by-process claim is the 
same as or obvious from a. product of the prior art, the claim is unpatentable even though the 
prior product was made by a different process." In re Thorpe, 777 F.2d 695, 698, 227 USPQ 
964, 966 (Fed. Cir. 1985) 

Claim Rejections - 35 USC §103 

3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences betwe«i the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary slcill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

4. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior OfRce action. 

5. Claims 1 -2, 4, 7 and 10-14 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Leo (U.S. Pat. No. 5,419,283) in view of Van Loo et al. (U.S. Patent Number 6,500,805 
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B2/W0 98/52578)), Guttag (U.S. Pat. No. 5,346,929) and Tomka (U.S. Pat. No. 5,844,023). The 
references and rejections are incorporated as cited in the previous ofiGce action* Applicant's 
arguments filed 3/16/2006 have been fully considered but they are not persuasive. 

6. With regards to claims 4 and 10, Leo discloses in (col 2, lines 59-62), an article made 
from a degradable polymer consisting of starch, 

7. With regard to claim 7, Leo discloses plasticizers including sorbitol and glycerol (col 1 
lines 49-54). 

8. With regard to claim 1 1 , Leo discloses a chew toy for animals comprising a starch 
material and a biodegradable thermoplastic polymer. The starch is present at a range from 10- 
40% by weight (col 1 lines 33-35). However, Leo failed to disclose Inulin. Guttag teaches 
biodegradable plastic articles such as toys (col 3 lines 40-44) comprising a synthetic plastic 
polymer, a natural polymer and a polymer attacking agent. The natural polymers are found in 
nature and are easily broken down by natural decay bacteria. It includes but is not limited to 
particles of starch, inulin, cellulose and wood (col 2 lines 31-34). This suggests that starch and 
inulin are obvious equivalents as naturaf polymers and one of ordinary skill in the art would be 
able to utilize inulin in forming a toy/chewable article because it is easily broken down by 
natural decay bacteria. 

9. With regard to claim 12, Leo discloses an animal chew toy obtained by processing starch 
and a thermoplastic polymer in the presence of water or a plasticizer under extrusion coking 
conditions (col 1 lines 33-41). However, Leo failed to disclose a temperature range for the 
process or inulin. Tomka teaches a biodegradable polymer mixture consisting of starch and a 
thermoplastic polymer. The mixture is extruded at a range of temperatures from 80°C to 190*^0 
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(col IS lines 50-54). Guttag teaches inulin and starch as obvious natural polymer equivalents. It 
would be obvious to one of ordinary skill in the art to modify Leo with teachings of Guttag and 
Tomka in order to provide a toy/chewable article because it is easily broken down by natural 
decay bacteria. 

1 0. With regard to claim 1 3, Leo discloses a chew toy for animals in the shape of a dog bone 
(abstract). 

1 1 . With regard to claim 14, Leo discloses a chew toy for animals comprising a starch 
material and a biodegradable thermoplastic polymer. The thermoplastic blend is obtained by 
processing starch and thermoplastic polymer in the presence of water or plasticizer (col 1 lines 
33-37). However, Leo failed to disclose Inulin, Guttag teaches biodegradable plastic articles such 
as toys (col 3 lines 40-44) comprising a synthetic plastic polymer, a natural polymer and a 
polymer-attacking agent. The natural polymers are found in nature and are easily broken down 
by natural decay bacteria. It includes but is not limited to particles of starch, inulin, cellulose and 
wood (col 2 lines 31-34). This suggests that starch and inulin are obvious equivalents as natural 
polymers and one of ordinary skill in the art would be able to utilize inulin instead of starch in 
forming a toy/chewable article because it is easily broken dpwn by natural decay bacteria. 

Conclusion 

1 2. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. Prior art discloses applicable subject matter. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Adepeju Pearse whose telephone number is 571-272-8560. The 
examiner can normally be reached on Monday through Friday, 8.00am • 4.30pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Milton Cano can be reached on 571-272-1398. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300: 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-firee). 




Peju Pearse 
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